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IS Responsive to communication(s) filed on 6/15/99 and 6/28/99 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

Kl Claim(s) 1, 4-9, and 1 1 



. is/are pending in the application. 



Of the above, claim(s) 9_ 
□ Claim(s) 



Kl Claim(s) /, 4-8, and 1 1 

□ Ciaim(s) 

□ Claims 



_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



. are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
"Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 
Kl Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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Office Action Summary 



Part of Paper No. 16 
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DETAILED ACTION 

The finality of the rejection of the previous Office action is withdrawn, upon further 
consideration. 

The amendment of 6/18/99 and 6/28/99 are acknowledged. Claims 2 and 10 have been 
canceled; claim 10 remains withdrawn from consideration. Claims 1, 4-9 and 11 remain pending. 

Drawings 

Applicants are reminded that the drawings remain objected to, as detailed in the PTO-948 
which accompanied paper no. 9. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 1 and 11 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for isolated DNA fragments comprising the recited DNAs, 
does not reasonably provide enablement for DNA comprising the recited DNAs of claim 1 . The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to practice the invention commensurate in scope with these claims. The 
claims currently read upon chromosomal DNA; Applicants have not enabled the DNA of an entire 
chromosome. It is suggested that the claims be amended to recite isolated and purified DNA 
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fragments consisting of the recited DNAs, or isolated DNA fragments comprising the recited 
DNAs. Alternatively, section a) of claim 1 , may, for example, be amended to recite DNA 
consisting of SEQ ID NO:6, along with an appropriate amendment to section b. the term "has" is 
interpreted as open language and is interchangeable with "comprising". It is regretted that this 
issue was not addressed earlier in prosecution. 

The rejection of claims 1 , 4, 6-8 and 1 1 under 35 U.S.C.§1 12, first paragraph, for scope 
of enablement regarding hybridization conditions is withdrawn, based upon the amendment. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 



Claims 4-8 and 1 1 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 4 recites " A vector ... and regulatory elements". This is deemed indefinite 
because it is not clear whether the claim is directed to a composition comprising the vector and 
regulatory elements or whether it is direct to a vector that comprises the recited regulatory 
elements. 

With respect to claim 11, it is noted that there are two ambiguities in the claim. First, it is 
not clear what is encompassed by the term "corresponds to". Is it a probe that comprises 
specific nucleotides of SEQ ID NO:6, or is it a smaller fragment? With respect to "open reading 
frame," it is suggested that Applicants indicate which open reading frame. There are 3 reading 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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frames in SEQ ID NO:6, for example, and although only one frame encodes SEQ ID NO:7, there 
are open reading regions in each of the three frames. 

Claims 5-8 are included in this rejection as they depend from claim 4 and do not clarify 
the ambiguity. 

The rejection of claims 1, 4, 6-8 and 11 under 35 U.S.C. §112, second paragraph, or 
recitation of sequence identity is withdrawn, based upon the amendment. 

Conclusion 

No claims are allowed. 



Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Gabriele E. Bugaisky. Ph.D. whose telephone number is (703) 308-4201. 
The Examiner can normally be reached from 7:30 AM to 4:00 PM on weekdays. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Bradley L. Sisson, can be reached at (703) 308-3978. 

Papers related to this application may be submitted by facsimile transmission. Papers 
should be faxed to Technology Center 1600 via the PTO Fax Center located in Crystal Mall 1. 
The faxing of such papers must conform with the notice published in the Official Gazette, 1096 
OG 30 (November 1 5, 1 989). The Fax Center number is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center receptionist whose telephone number is (703) 308-0196. 

ust13, 1999 ^ ^■^Judfaih' 

BRADLEY SISSON 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



